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DETAILED ACTION 

Election/Restrictions 
This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

A. Fig. 1-3 

B. Fig. 4-7 

C. Fig. 8-12 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1 and 1 0 are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 
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Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or cieariy admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

During a telephone conversation with Mr. Thomas Daly on 9/29/2005 a 
provisional election was made with traverse to prosecute the invention of Species C, 
Figs. 8-12, claims 1 and 10-17. However, the examiner finds that claim 10 is not 
readable on Species C because it the clamping member does not have a smaller length 
than the distance between two sequential transverse bores in the nail. Furthermore, 
applicant uses reference number (61) in the claim to denote the clamping member, and 
Species C does not possess a feature labeled as reference number (61). Affirmation of 
this election must be made by applicant in replying to this Office action. Claims 2-10 
are withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being 
drawn to a non-elected invention. 
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Specification 

The abstract of the disclosure is objected to because it includes phrases that can 

be implied, e.g. "the invention relates to," and these phrases should be avoided. 

Furthermore, the abstract is in claim format rather than narrative form. 

Correction is required. See MPEP § 608.01(b). 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," "the invention relates to," etc. 

The disclosure is objected to because of the following informalities: 

The sections of the specification are not preceded by their proper respective 

headings, e.g. "Title of the Invention," "Background of the Invention," "Brief Summary of 

the Invention," etc. 

Furthermore, on page 11 of the specification, "nail 1" should be -nail 11--. 
Appropriate correction is required. 



Claim Objections 

Claims 1 and 10-17 are objected to because of the following informalities: 
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In claim 1, line 4, "the nail" should be changed to -the at least one nail-. In line 
5, "the screw" should be changed to -the at least one screw--. In line 6, "the nail" 
should be changed to -the at least one nail-. In lines 8-9, "the nail" should be changed 
to -the at least one nail-. In line 10, "the nail" should be changed to -the at least one 
nail-. In line 10, "the screw" should be changed to -the at least one screw-. In line 1 1 , 
"the nail" should be changed to -the at least one nail-. In line 12, "the clamping 
member" should be changed to -the at least one clamping member-. In line 14, "the 
clamping member" should be changed to -the at least one clamping member-. 

In claim 1 1 , line 5, "the screw" should be changed to -the at least one screw--. 
In line 6, "the clamping member" should be changed to -the at least one clamping 
member-. 

In claim 12, line 2, "the clamping member" should be changed to -the at least 
one clamping member-. In line 4, "the nail" should be changed to -the at least one 
nail--. In line 5, "the screw" should be changed to -the at least one screw-. In line 6, 
"the nail" should be changed to -the at least one nail-. 

• In claim 13, line 4, "the clamping member" should be changed to -the at least 
one clamping member-. In line 5, "the nail" should be changed to -the at least one 
nail- and "the clamping member" should be changed to -the at least one clamping 
member-. 

In claim 14, line 1, "the clamping member" should be changed to -the at least 
one clamping member-. In line 5, "the nail" should be changed to -the at least one 
nail-. 
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In claim 1 5, line 2, "the clamping member" should be changed to -the at least 
one clamping member--. 

in claim 16, line 3, "the clamping member" should be changed to --the at least 
one clamping member-. In line 5, "the nail" should be changed to -the at least one 
nail-. 

In claim 17, line 5, "the nail" should be changed to -the at least one nail-. In 
line 5, "its longitudinal bore" should be changed to -the longitudinal bore-. In line 6, 
"the clamping member" should be changed to -the at least one clamping member-. In 
line 7, "the nail" should be changed to -the at least one nail-. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 recites the limitation "the orientation and the position of the screw" in line 
5. There is insufficient antecedent basis for this limitation in the claim. Furthermore, 
there is insufficient antecedent basis for "the inner wall of the nail" and "the 
displacement of the clamping member" in lines 12 and 13-14, respectively. 

Claim 1 1 recites the limitation "the side of the screw" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. Furthermore, there is 
insufficient antecedent basis for "the displacement device" in line 4 
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Claim 16 recites the limitation "the displacement" in line 8. There is insufficient 
antecedent basis for this limitation in the claim. 

Ciaim 17 recites the limitations " the outside" and "the side wall" in line 4-5. 
There is insufficient antecedent basis for this limitation in the claim. Furthermore, there 
is insufficient antecedent basis for "its starting position" in lines 6-7. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 11-17 rejected under 35 U.S.C. 102(b) as being anticipated by 
Sohngen (U.S. Patent No. 6,921,400). 

Sohngen teaches a bone fixing system comprising at least one nail and 
at least one screw, which can be guided through a transverse bore formed in the nail 
(see FIG. 7). The orientation and the position of the screw with respect to the 
longitudinal axis of the nail can be defined (col. 4, lines 40-53). There is at least one 
clamping member (FIG. 7, ref. #50) that can be introduced into a longitudinal bore of the 
nail (FIG. 7, ref. #55). The clamping member is axially adjustable in the longitudinal 
bore relative to the nail, with the screw guided through the transverse bore the nail 
being able to be clamped between the clamping member and the inner wall of the nail 
bounding the transverse bore (FIG. 7, ref. #56) by the displacement of the clamping 
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member. A section of the clamping member is disposed on the side of the screw 
remote from the displacement device (FIG. 7, ref. #65) can be moved against the screw 
by means of a displacement device by pulling on the clamping member. The clamping 
member is freely movable in the axial direction of the longitudinal bore of the nail and 
has at least one passage for the screw (FIG. 7, ref. #54) which can be aligned with the 
transverse bore of the nail. The clamping member is made in a sleeve shape. The 
displacement device includes a drawing screw (FIG. 7, ref. #65) that cooperates with a 
thread section of the clamping member (FIG. 7, ref. #57) and is supported at the nail for 
the drawing of the clamping member in the axial direction. The clamping member 
can have a plurality of passages (see FIG. 8) which are spaced apart from one another 
in the axial direction and can each be aligned with a transverse bore of the nail. The 
clamping member can be deformed in the axial direction by means of the displacement 
device. There can be a plurality of screws (see FIG. 9), wherein the clamping member 
can be deformed such that the plurality of screws spaced apart from one another in the 
axial direction of the nail can each be clamped between the clamping member and the 
inner wall of the nail bounding the respective transverse bore by the displacement 
device. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sohngen in view of Stauch et al (U.S. Patent No. 6,416,516). 

Sohngen teaches the claimed invention except for a securing screw which can 
be moved from the outside through the side wall of the nail into its longitudinal bore and 
by which the clamping member can fixed starting position relative to the nail 
displacement device. 

In the same field of endeavor, Stauch discloses using a threaded pin (see FIG. 
2a) as a securing element which passes radially through the outside element of the 
intramedullary nail in order to secure and clamp the inside plugging device. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to construct the device of Sohngen incorporating the 
teachings of Stauch in order to provide a means of securing against removal during 
operation and to prevent axial movement of the clamping member. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Please see attached PTO-892 for art cited of interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary Hoffman whose telephone number is 571-272- 
5566. The examiner can normally be reached on Monday-Friday 8:30-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



MCH 




E0UARDO C. ROBERT 
PRIMARY EXAMINER 



